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Section II (Remarks) 

Rejections of the Claims 1-26 in the November 15. 2005 Office Action, and Traversal Thereof 

a, Rejections Under 35 USC 6 112 

In the November 15, 2005 Office Action, claims 14 and 15 were rejected under 35 USC § 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject matter 
of the invention. 

Specifically, in claims 14-15, the limitation "the receptacle cavity has a length... about 2 inches" had 
already been recited in claim 13 on which claims 14 and 15 depend. Applicant was requested to delete 
this redundancy. 

In response, claims 14 and 15 have been amended to depend from independent claim 11, thereby 
overcoming the rejection. 

Accordingly, the 35 USC § 112, second paragraph rejection of claims 14 and 15 is traversed in 
application to such claims as amended, and such amended claims now fully comport with the 
requirements of 35 USC § 112, second paragraph. 

b. Rejections Under 35 USC 6 103 

Concerning §103 obviousness rejections, three requirements must be met for a prima facie case of 
obviousness. First the prior art reference(s) must teach all of the limitations of the claims. MPEP § 
2143.03. Second, there must be a motivation to modify the reference or combine the teachings to 
produce the claimed invention. MPEP § 2143.01. Third, a reasonable expectation of success is required. 
MPEP § 2143.02. In addition, the teaching or suggestion to combine and the expectation of success 
must both be found in the prior art and not based on applicant's disclosure. MPEP § 2143. 

In addition, a basic consideration, which applies to all obviousness rejections, is that references must be 
considered as a whole and must suggest the desirability and thus the obviousness of making the 
combination. MPEP § 2141 .02. 

7. Rejection of claims 7-5. 7. 9-13. and 16-26 
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In the November 15, 2005 Office Action, claims 1-5, 7, 9-13, and 16-26 were finally rejected under 35 
USC § 103(a) as being unpatentable for obviousness over US 5,447,234 to Faulstick et al. ("Faulstick") 
in view of Neugebauer US 5,358,114 ("Neugebauer") and/or US 4,874,1 12 to Mulder et al. ("Mulder") 
and/or US Des. 335,309 to Evenson ("Evenson"). The Examiner concedes that Faulstick does not 
disclose cut-outs therein, but contends that any of Neugebauer, Mulder, and/or Evenson is properly 
combinable with Faulstick and supplies the missing teaching. November 15 Office Action at pp 2-3. 
Specifically the Examiner contends that "[i]t would have been obvious in view of the secondary 
references to provide apertures or cut-outs on any opposing walls of the container to facilitate retrieval of 
the articles." This contention is erroneous, as detailed below. 

(a) Motivational Basis in the References for Combination Is Required - And Lacking Here 

A showing of the suggestion teaching or motivation to combine the prior art references is an essential 
component of an obviousness holding. See, e.g., Brown & Williamson Tobacco Corp. v. Phillip Morris 
Inc., 229 F.3d 1 120, 1 1424-25, 56 USPQ2d 1456, 1459 (Fed. Cir. 2000). There must be some motivation 
and suggestion or teaching of the desirability of making the specific combination that was made by the 
applicant. In re Dance, 160 F.3d 1339, 1343, 48 USPQ2d 1635, 1637 (Fed. Cir. 1998); MPEP 2141.02. 
See also In re Fine, 837 R2d 1071, 1075, 5 USPQ2d 1596, 1600 (Fed. Cir. 1988X"teaching of references 
can be combined only if there is some suggestion or incentive to do so.")(emphasis in original). 
Specificity is required: " Particular findings must be made as to the reason the skilled artisan with no 
knowledge of the claimed invention would have selected these components for combination in the 
manner claimed." In re Kotzab,2\l F.3d 1365, 1371, 55 USPQ2d 13 13, 1317 (Fed Cir. 2000). 

Applicant hereby reiterates its argument that the fundamental disclosure of Faulstick at column 6, lines 
35-44 thereof has been wholly ignored, and such disclosure in fact teaches away from the hypothetical 
combination and negates the logic of any extraction of a "retrieval" structure from any of the secondary 
references, for importation to the Faulstick photographic sheet container: 

"In addition to parallel channels 34, bottom wall 32 may have multiple 
recesses 35 (FIGS. 1. 31 positioned adjacent to inner walls 24 of side 
walls 26. Recesses 35 are in the form of elongated hollow slots 
extending downwardly below the planar surface of bottom wall 32 (FIG. 
3), and are indented outwardly in inner walls 24 of side walls 26 . 
Because sheet stacks do not occupy the space directly above indented 
recesses 35, they provide a convenient access in facilitating removal of 
sheets or a stack with only finger engagement ." (Faulstick, column 6, 
lines 35-44; emphasis added) 
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This basic disclosure of Faulstick has been ignored, in violation of the requirement under MPEP 2141.02 

that references must be considered as a whole and must suggest the desirability and thus the 

obviousness of making the combination: 

"A prior art reference must be considered in its entirety, i.e., as a whole, 
including portions that would lead away from the claimed invention. 
W.L. Gore & Associates, Inc. v. GarlocK Inc., 721 F.2d 1 540, 220 USPQ 
303 (Fed. Cir. 1983), cert denied, 469 U.S. 851 (1984)." (emphasis in 
original; MPEP 2141.02). 

Since Faulstick already explicitly teaches structure to "provide a convenient access in facilitating 
removal of sheets or a stack with only finger engagement" there is NO basis for modifying Faulstick "to 
facilitate retrieval of the articles" as proposed in the Office Action, for the plain and simple reason that 
Faulstick ALREADY has structure of such type - structure that is expressly characterized in Faulstick as 
"convenient" and as requiring "only finger engagement." 

This argument was summarily dismissed by the Examiner in the November 1 5, 2005 Office Action on the 
basis that Faulstick disclosed other embodiments (e.g., at Figure 12) that lacked the finger engagement 
recesses provided in Figures 1-3. This counterargument defies logic. One skilled in the art would not 
look to Figure 12 of Faulstick in a vacuum (i.e., i gnore the disclosure of Faulstick Figures 1-3 squarely 
addressing the problem of providing finger access) and then look anew to other references in an absent- 
minded hunt to find some solution to the finger access problem. Where is the motivation for the 
reader of Faulstick to even look to another reference when a solution to the finger access problem 
is spelled out in great detail in Faulstick itself? 

Thus, the Office seems to be merely reinterpreting the prior art in light of the applicants' disclosure, in 
order to reconstruct Applicants' claimed invention, but without any instructional or motivating basis in 
the cited references themselves to identity the reasons for their combination. No basis whatsoever for 
combining the reference was provided. Such an approach is improper and legally insufficient to establish 
any prima facie case of obviousness. 

(b) The Rejection Relies Upon Non-Analogous Art 

As stated by the court in In re Oetiker, 24 U.S.P.Q.2d 1443, 1445 (Fed. Cir. 1992), 

w [i]n order to rely on a reference as a basis for rejection of an 
applicant's invention, the reference must either [If be in the 
field of applicant's endeavor or, if not, then [2] be reasonably 
pertinent to the particular problem with which the inventor 
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was concerned." (Numbers added for clarity.) 

In determining whether prior art is "reasonably pertinent to the particular problem with which the 
inventor was concerned," the intended use is important and should under the circumstances be 
considered for what it fairly conveys to a person of ordinary skill in the pertinent art in the context in 
which it is used. See MPEP 2173.05(g) 

All of the pending claims are directed to "storage and dispensing containers for analytical slides. " each 
container having a cavity-defining circumscribing wall that includes "opposing wall portions having cut- 
outs therein exposing portions of faces of slides of an array of slides reposed in [the cavity]" permitting a 
user to grasp by opposing faces the array of slides through the cut-outs. 

None of the cited references on which the obviousness rejection is based are directed to storage and 
dispensing of analytical slides. Instead: 



Faulstick is directed to recyclable containers for 
graphical sheet materials such as photographic film 
and paper (as illustrated at right). Sheets are 
stacked in the containers horizontally, with edges of 
the sheets held against adjacent inner walls 24 and a 
chocking element 20. E.g., Faulstick, col. 20, lines 
27-33. Faulstick contains no teaching of "cut-outs in 
o pposing wall portions ." 

Neugebauer directed to a holder suitable for 
protecting and displaying sports cards, 
photographs, and the like (as illustrated at right). 
Cards are intended to be placed horizontally into the 
holder for display, with the transparent base 12 
having an area approximately equal to the area of a 
face of the card. E.g., Neugebauer, col. 4, lines 3-6 
& claim 2. The height of the lip (22) must exceed 
the thickness of the card to hold the card. Id., 
Abstract. The cut-outs of Neugebauer expose edges. 
not the faces, of cards . 
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Mulder is directed to a dispenser for single 
dispensation of frustro-conical pleated coffee 
filters (as illustrated at right). End openings 16 and 
17 defined in a carton correspond to protruding tabs 
of stacked coffee filters to make the tabs available 
for manipulation, thereby permitting coffee filters to 
be dispensed one at a time . E.g., Mulder, col. 2, 
lines 12-47. With the container sized to contain 
coffee filters, and coffee filters being collapsible in 
nature, an ordinary user would not be able to grasp 
an entire group of filters through the end openings 
using a single hand. Moreover, "shelves" 19 and 20 
would prevent extraction of a group of filters from 
the top of the dispenser. 




Evenson is directed to portable containers for file 
folders. Since Evenson is a Design patent and its 
text relates solely to the "ornamental design for a 
portable container for file folders as shown and 
described," it is difficult to tell with certainly the 
function of certain features. It appears, however, 
that the container is sized to receive a thick stack of 
paper file folders and includes carry handles in 
opposite ends thereof each sized to receive a user's 
entire hand. There is no teaching or suggestion that 
the file folder container of Evenson could be 
modified (e.g., dramatically downsized) to contain 
analytical slides. Even if the file folder container 
were resized to hold analytical slides, however, the 
horizontal cutouts extending around the corners and 
perimeter of the container might hinder the ingress 
and egress of slides. 




Referring to the first prong of the test stated by the Federal Circuit in In re Oetiker, supra, it is clear that 
none of the cited references are in the field of analytical slides (i.e., Applicant's endeavor). 
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Likewise, with regard to the second prong of the In re Oetiker test, none of the cited references are 
reasonably pertinent to the particular problem to which applicant is concerned, or are pertinent to the 
intended use of Applicant's invention. As stated in the "Description of the Related Art" of the present 
application, there exists M a major problem" in extracting a group of [glass] slides from a package because 
"the slides stick to one another, and it is difficult to manually grasp a group of slides from a box 
having a large number of slides therein." Application, pages 2-3. Thus, 

[i]t would therefore be a significant advance in the art to provide a solution to the 
aforementioned problem of extracting a group of glass slides from the original 
packaging container. 

Application, page 3. 

This problem is solved by various embodiments of the claimed invention. For example: 

By the manual extraction of the slide array in the manner shown in FIG. 7, the entire 
contents of the container are removed at one time, eliminating the sticking problem 
involved with manual extraction of less than all slides in a container. The container of 
the invention therefore is critically dimensionally sized to provide a user with a 
packaged quantity of slides that can be easily manually extracted in one hand as a 
unitary group, for manual transfer to the hopper, magazine or other feed mechanism 
of an automatic labeling machine. 

Application, page 6. 

None of the cited references address this "sticking** problem associated with handling analytical 
slides by providing a container adapted to permit the user extract the entire array of slides in one 
hand as a group . 

• Faulstick is primarily directed to providing an adjustable and reusable container for packaging 
graphical sheets of different dimensions. E.g., Faulstick, col. 4, lines 41-45. Such sheets are 
disposed horizontally in the container. Faulstick fails to teach any cut-outs in opposing wall 
portions of the container. 

• Neugebauer is primarily directed to providing a holder for protecting and displaying sports 
cards and the like. Cards are disposed horizontally in the holder, and no structure is provided to 
grasp cards by their faces. 

• Mulder is directed to overcoming problems with single dispensation of coffee filters. The 
structure is expressly intended and adapted to prevent dispensation of a group of filters (e.g., the 
presences of shelves 19 and 20 would prevent dispensation of a group of filters). 
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• Evenson appears to be directed to an improved ornamental design of a holder for paper file 
folders, and does not appear to address any problem with sticking between folders. Evenson 
contains no suggestion that the structure could be modified to accept analytical slides. 

None of the cited art "is in the field of Applicant's endeavor (i.e., analytical slides)" or "reasonably 
pertinent to the problem with which the inventor was concerned (i.e., providing a container adapted to 
extract an entire array of slides in one hand as a group)". Thus, based on lack of analogy between the 
cited art and the subject matter of the claims (e.g., pursuant to In re Oetiker), and the failure of the Office 
to identify any motivational basis in the references to support their combination to arrive at the claimed 
invention, no prima facie case of obviousness has been established. 

Withdrawal of the rejection of claims 1-5, 7, 9-13, and 16-26 under 35 USC § 103 is warranted, and is 
respectfully requested. 

2 Rejection of claims 6 and 8 
In the November 15, 2005 Office Action, claims 6 and 8 were finally rejected under 35 USC § 103(a) as 
being unpatentable for obviousness over the references applied with respect to claim 1 (i.e., Faulstick in 
view Neugebauer and/or Mulder and/or Evenson), further in view of US 5,704,482 to Apps et al. 
("Apps") or US 5,474,178 to DiViesti ("DiViesti") - with the Evenson and DiViesti references being 
cited for their teachings of cut-outs or openings in a tray of different sizes and shapes. 

Both claims 6 and 8 depend from independent claim 1, and therefore constitute subsets of claim 1. The 
preceding discussion of Faulstick, Neugebauer, Mulder, and Evenson and arguments relating thereto 
hereinabove in connection with claim 1 are hereby incorporated by reference as to the rejection of claims 
6 and 8. Thus, the ensuing discussion will be limited to the incremental addition of the Apps and 
DiViesti references to the combinations of Faulstick with Neugebauer, Mulder, and/or Evenson. 

Neither Apps nor DiViesti are directed to storage and dispensing of analytical slides. Instead, Apps is 
directed to a nestable display crate for bottles, and DiViesti is directed to a packaging tray for 
electrical connectors. Further details regarding Apps and DiViesti are provided below. 
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Apps is directed to a nestable display crate 
for bottles. The problem to be overcome by 
Apps is providing a low depth, nestable bottle 
crate with improved strength and increased 
bottle visibility for display and marketing 
purposes. Apps., col. 1, line 15 - col. 2, line 
21; col. 8, lines 55 - col. 9, line 3. Raised 
pylons 32 extend upward and are disposed 
between bottles. Id., coi. 4, lines 39-52. 

No means for manually removing multiple 
bottles as a group with one hand through the 
notches are provided or even contemplated 



FIG. 9 




DiViesti is directed to a packaging tray for 
electrical connectors, particularly edge card 
connectors. The problem to be overcome by 
DiViesti is that sizes of edge card connectors 
vary widely and it is difficult to efficiently fill 
standard size trays with connectors of varying 
sizes. DiViesti, col. 1, lines 36-49. Notches 
34. 40 defined in side walls receive rod-like 



support members 36 and hold-down members 
42, respectively (Id., col. 3, lines 39-54 & col. 
4, lines 8-28), with the support and hold-down 
members 36, 42 being used to retain edge card 
connectors therebetween. Id., col. 2, lines 9-26 
& claims 4, 8. A rotatable lever-like eject latch 
27 may be further provided. Id., Fig. 4; col. 3, 
lines 10-22; col. 4, lines 30-35. 




No means for manually removing multiple 
electrical connectors as a group with one hand 
through the notches are provided or even 
contemplated. 
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(a) No Motivational Basis Exists in the References for Combination 

As before, there exists no motivation in the cited references to support the proposed combination. Apps 

contains no teaching whatsoever supporting the notion that notches defined in end walls can be used to 

manually remove multiple slides with one hand. Applicant submits that it would be impossible for a 

human being to remove as a group by grasping with one hand an entire array of fifteen bottles from the 

display crate of Apps. DiViesti not only fails to teach manual removal with one hand of multiple 

connectors from a packaging tray, but also it provides structure (e.g., hold-down members 42) 

specifically intended to retain connectors securely in place within the tray. The basic disclosures of 

Apps and DiViesti have thus been ignored, in violation of the requirement under MPEP 2141.02 that 

references must be considered as a whole and must suggest the desirability and thus the obviousness 

of making the combination: 

"A prior art reference must be considered in its entirety, i.e., as a whole. 
including portions that would lead away from the claimed invention. 
W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F,2d 1540, 220 USPQ 
303 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984)." (emphasis in 
original; MPEP 2141.02). 

Since Apps and DiViesti fail to teach structures for manual removal with one hand of a group of multiple 
analytical from a tray - and in fact both references teach away from such a solution - neither reference 
can properly be used to support a rejection of claims 6 or 8. 

(b) The Rejection Relies Upon Non-Analogous Art 

As before, neither Apps nor DiViesti constitute analogous art on which an obviousness rejection can be 
premised. Recall the test promulgated by the Federal Circuit in In re Oetiker 24 USPQ2d 1443, 1445 
(Fed. Cir. 1992): 

"[i]n order to rely on a reference as a basis for rejection of an 
applicant's invention, the reference must either [1) be in the 
field of applicant's endeavor or, if not, then [2] be reasonably 
pertinent to the particular problem with which the inventor 
was concerned." (Numbers added for clarity.) 

Furthermore, pursuant to MPEP 2173.05(g), in determining whether prior art is "reasonably pertinent to 
the particular problem with which the inventor was concerned," the intended use is important and should 
under the circumstances be considered for what it fairly conveys to a person of ordinary skill in the 
pertinent art in the context in which it is used. 
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All of the pending claims are directed to "storage and dispensing containers for analytical slides. " each 
container having a cavity-defining circumscribing wall that includes "opposing wall portions having cut- 
outs therein exposing portions of faces of slides of an array of slides reposed in [the cavity]" permitting a 
user to grasp by opposing faces the array of slides through the cut-outs. 

Neither Apps nor DiViesti satisfy the first prong of the In re Oetiker test. Apps is directed to storage of 
electrical connectors, and DiViesti is directed to storage and display of bottles. 

Similarly, neither Apps nor DiViesti satisfy the second prong of the In re Oetiker test The intended use 
of Apps is to provide a low depth, nestable bottle crate with improved strength and increased bottle visibility 
for display and marketing purposes. The intended use of DiViesti is providing a single container adapted to 
efficiently house and retain edge card connectors of widely varying sizes. Neither reference is reasonably 
pertinent to the problem contemplated by Applicant in the present application, namely: manually grasping a 
group of analytical slides from a package in spite of sticking problems associated with such slides. 
Application, pages 2-3. Neither Apps nor DiViesti address this sticking problem by providing a container 
adapted to permit the user to extract an entire array of slides in one hand as a group. 

Thus, based on lack of analogy between the cited art and the subject matter of the claims {e.g., pursuant 
to In re Oetiker), and the failure of the Office to identify any motivational basis in Apps or DiViesti 
references to support their combination to arrive at the claimed invention, no prima facie case of 
obviousness has been established. 

Withdrawal of the rejection of claims 6 and 8 under 35 USC § 103 is warranted, and is respectfully 
requested. 

J. Rejection of claims 6 and 8 
In the November 15, 2005 Office Action, claims 14-15 were finally rejected under 35 USC § 103(a) as 
being unpatentable over the references discussed in connection with claim 13 (namely, for obviousness 
over the references applied with respect to claim 1 (i.e., Faulstick in view Neugebauer and/or Mulder 
and/or Evenson), further in view of the statement on page 1 of the specification that slides are usually 
packaged in a container in a face to face array (characterized by the examiner as "Admitted Prior Art"). 
The examiner opined that "[s]ince Faulstick places a plurality of flat materials within its tray, it would 
have been obvious to place other flat articles such as slides for storage and transportation," November 
15, 2005 Office Action at page 4. 



Page 16 of 18 



PAGE 16/20 » RCVD AT 12/27/2005 12:47:02 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/24 « DNK:2738300 * CSlD:91041fl9354 * DURATION (mnvss):07-30 



9194199354 



IPTL 



1 2:52:01 p.m. 1 2-27-2005 1 7 /20 



Claims 14-15 depend from claim 11, which includes the limitations that that 3 depends indirectly from 

claim 1 1, which requires: 

"[a] storage and dispensing container for analytical slides ... [including a] 
circumscribing wall including opposing wall portions having cut-outs therein exposing 
portions of faces of slides in the array of slides reposed in the receptacle cavity, wherein 
the receptacle portion is sized and constructed so that a user can grasp the array of slides 
with opposing digits contacting said portions of faces of slides in the array through the 
cut-outs, wherein the cut-outs are of a size, shape and location so that said user can grasp 
the array of slides with opposing digits contacting said portions of faces of slides in the 
array through the cut-outs." 

Each of Faulstick, Neugebauer, Mulder, and Evenson has been discussed hereinabove. All of the 
arguments stated in connection with the rejection of claims 1-5, 7, 9-13, and 16-26 are hereby 
incorporated by reference as to the rejection of claims 14 and 15. In summary, none of the cited art "is in 
the field of Applicant's endeavor (i.e., analytical slides)" or "reasonably pertinent to the problem with 
which the inventor was concerned (i.e., providing a container adapted to extract an entire array of slides 
in one hand as a group)". Thus, based on lack of analogy between the cited art and the subject matter of 
the claims (e.g., pursuant to In re Oetiker), and the failure of the Office to identify any motivational basis 
in the references to support their combination to arrive at the claimed invention, no prima facie case of 
obviousness has been established. 

Withdrawal of the rejection of claims 14 and 15 under 35 USC § 103 is warranted, and is respectfully 
requested. 
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CONCLUSION 



Claims 1-26 as amended herein are fully patentably distinguished over the art and in allowable condition. 
Allowance of the claims therefore is requested and merited. 

If any issues remain outstanding, incident to the formal allowance of the application, the examiner is 
requested to contact the undersigned attorney at (919) 419-9350 to discuss their resolution, in order that 
this application may be passed to issue at an early date. 



INTELLECTUAL PROPERTY/ 
TECHNOLOGY LAW 
Telephone: (919)419-9350 
Fax: (919)419-9354 
Attorney Ref: 2778-121 



Enclosures: Power of Attorney (Form PTO/SB/80) 

Statement Under 37 CFR 3.73(b) (Form PTO/SB/96) 
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